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Art Unit: 1742 

DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c ) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1 and 5 are rejected under 35 U.S.C. § 103 as being unpatentable over 

JP 60194035. 



JP 60194035 discloses the features including the claimed Cu-Zn alloy 
composition and alpha-phase structure (abstract). Therefore, when prior art 
compounds essentially "bracketing" the claimed compounds in structural similarity are 
all known, one of ordinary skill in the art would clearly be motivated to make those 
claimed compounds in searching for new products in the expectation that compounds 
similar in structure will have similar properties. In re Gyurik, 596 F.2d 1012, 1018, 201 
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USPQ 552, 557 (CCPA 1979); See In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 
611 (CCPA 1978) and In re Hoch, 57 CCPA 1292, 1296, 428 F.2d 1341, 1344, 166 
USPQ 406, 409 (1970). As stated in In re Peterson, 315 F.3d 1325, 1329-30, 65 
USPQ2d 1379, 1382 (Fed. Cir. 2003), that "A prima facie case of obviousness typically 
exists when the ranges of a claimed composition overlap the ranges disclosed in the 
prior art". Therefore, it would have been obvious to one of ordinary skill in the art to 
select any portion of range, including the claimed range, from the broader range 
disclosed in a prior art reference because the prior art reference finds that the prior art 
composition in the entire disclosed range has a suitable utility. Also see MPEP § 
2131.03 and §2123. 

With respect to the instant recited expressions in claim 5 that it is well settled that 
there is no invention in the discovery of a general formula if it covers a composition 
described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 177; 57 
USPQ 117, Taklatwalla v. Marburg, 620 O.G. 685, 1949 CD. 77, and In re Pilling, 403 
O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the contrary, the 
selection of the proportions of elements would appear to require no more than routine 
investigation by those ordinary skilled in the art. In re Austin, et al., 149 USPQ 685, 
688. 

Response to Arguments 

Applicant's declaration and arguments filed March 8, 2007 have been fully 
considered but they are not persuasive. 
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t te w re rj JP 60194035 tails to disclose or suggest that the 
copper alloy contains 0.01 to 0.5% by weight of silicon. That 
is, it is not disclosed in JP 60194035 (in Japanese) that the 
impurities contain Al , Kn, Si, and 3 and that the total amount 

Applicants argue that " tH * reoC 18 3eaB chan °- s » 5 55^ a ^> 0 u 9 h i d * ^ " Applicants' 



attention is directed to paragraph bridging pages 2-3 of JP 60194035 pasted below: 





»j a y H a * « * a« * 9 * » Jf 0.5 * ft * £( T r h 

O o 



» ( C - 6782) , 4 tt v - 20375 * \C 

Kl.»fi««^A, J£ 8 ii«88IH55 - 97443 4f JC ft 



Applicants argue that alloy of JP 60194035 contains Sb. But, there is no factual 
evidence that Sb is detrimental to claimed composition. 

Applicants argue that Sb is harmful to the human body. But, instant alloy also 
contains Pb (see claim 1 ). 

Theref or e, JP 60194035 fails to disclose or suggest any copper 
alloys having an excellent dezincing resistance without adding 

Applicants argue that " antlraony there ~ " But, according to 

the dezincing resistance standard in page 12 of specification below: 

12 

5 the region of 10 mm - x 10 mm wa s m e a s ur e d, the dezincing 
resistance was evaluated as "good" when the maximum dezincing 
depth was 100 jimor less, and the dezincing resistance was 
evaluated as "not bad" when the maximum dezincing depth exceeds 
100 /im. 

Test 4 in Tables 1 and 3 has shown no Sb is added. The dezincing resistance is 
less than 100 pm (0.1 mm). See pasted Tables in next page. 
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Applicants' 132 declaration is noted. But it fails to show claimed Si content is 
critical because comp. Examples 4 and 5 have Si in the claimed range 0.01 to 0.5 wt.% 
Si but have different "Broken Time (h)" as Examples 1 and 6 respectively. 



Table 3, 
page 14 of 
specification 



Table 1. 
page 11 of 
specification 



required to cause stress corrosion cracking was measured. The results are shown 
in the following table and the attached figure. 

Si(% by weight) 
0.00 



Comp. Example 1 
Comp. Example 2 
Comp. Example 3 
Comp. Example 4 

- Comp. Example 5 

- Example 1 
Example 2 
Example 3 
Example 4 
Example 5 
Example 6 

- Example 7 




composition 



composition 



0.00 
0.00 
0.02 
0.04 
0.02 
0.12 
0.03 
0.05 
0.11 
0.04 
0.05 



Broken Time(h) 
4.6 
3 

3.5 
8 
12 
15 
23 
16 
20 
17 
18 
16 



Moreover, according to the instant specification the difference of Broken Time is 



because of heat treatment (see page 14, lines 24-28 - pasted in next page). 
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Comparative Examples 4 and 5, the heat treatment conditions 
25 are not appropriate, so that the proportion of the alpha phase 
was not sufficient. Therefore/ both of the de zincing 
resistance and stress corrosion cracking resistance were 
inferior. 

Conclusion 

This is a RCE Application. All claims are drawn to the same invention claimed in 
the earlier application and could have been finally rejected on the grounds and art of 
record in the next Office action if they had been entered in the earlier application. 
Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in this case. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within 

TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 

shortened statutory period will expire on the date the advisory action is mailed, and any 

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 

the advisory action. In no, however, event will the statutory period for reply expire later 

than SIX MONTHS from the mailing date of this final action. 

The above rejection relies on the reference(s) for all the teachings expressed in 
the text(s) of the references and/or one of ordinary skill in the metallurgical art would 
have reasonably understood or implied from the text(s) of the reference(s). To 
emphasize certain aspect(s) of the prior art, only specific portion(s) of the text(s) have 
been pointed out. Each reference as a whole should be reviewed in responding to the 
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rejection, since other sections of the same reference and/or various combination of the 
cited references may be relied on in future rejection(s) in view of amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as 
set forth above. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1.121 and 37 C.F.R. Part §41.37 (c)(1)(v). 



Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1 241 . The 
examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (571)-272-1244. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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